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Art Unit: 3682 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 



(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) and the Intellectual Property and High Technology Technical Amendments Act of 2002 
do not apply when the reference is a U.S. patent resulting directly or indirectly from an 
international application filed before November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the amendment by the AEPA (pre- AIPA 
35 U.S.C. 102(e)). 

Claims 1-3 are rejected under 35 U.S.C. 102(e) as being anticipated by Ohki 
2003/0123769 

The applied reference has a common assignee with the instant application. Based upon 
the earlier effective U.S. filing date of the reference, it constitutes prior art under 35 U.S.C. 
102(e). This rejection under 35 U.S.C. 102(e) might be overcome either by a showing under 37 
CFR 1.132 that any invention disclosed but not claimed in the reference was derived from the 
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inventor of this application and is thus not the invention "by another," or by an appropriate 
showing under 3 7 CFR 1.131. 

Claims 1 and 3 are rejected under 35 U.S.C. 102(e) as being anticipated by Murakami et 
al. 6,699,335. 

The component of Murakami '335 relates to bearings, which is a component of a crank 

mechanism. Murakami '335 teaches a component having a hydrogen content of no more than 

0.5 ppm. (Table I). With respect to claim 3, there is reason t believe, based on the similarity of 

material, that the functional limitation(s) of fracture stress value may be (an) inherent 

characteristic(s) of Murakami's steel. In accordance with In re Best, 562 F.2d 1252, 195 USPQ 

430, 433 (CCPA 1977): 

[W]here the Patent Office has reason to believe that a functional limitation 
asserted to be critical for establishing novelty in the claimed subject matter 
may, in fact, be an inherent characteristic of the prior art, it possesses the 
authority to require the applicant to prove that the subject matter shown to 
be in the prior art does not possess the characteristic relied on. 

This "burden of rebutting [may be of] the PTO's reasonable assertion of inherency under 
35 USC 102, or a prima facie obviousness under 35 USC 103" (195 USPQ at 432). 

Accordingly, the burden is placed upon the applicant o prove that the limitation in 
question is not (an) inherent characteristic(s) of the reference disclosure. 

Claims 2 and 3 are rejected under 35 U.S.C. 102(b) as being anticipated by Takemura et 
al. 6,224,688. Takemura '688 discloses a rolling bearing (i.e., a component of a crank 
mechanism) wherein the bearing contains austenite grain size number exceeding 10 (column 5, 
line 59). 
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With respect to claim 3, there is reason t believe, based on the similarity of material, that 
the functional limitation(s) of fracture stress value may be (an) inherent characteristic(s) of 
Murakami's steel. In accordance with In re Best, 562 F.2d 1252, 195 USPQ 430, 433 (CCPA 
1977): 

[W]here the Patent Office has reason to believe that a functional limitation 
asserted to be critical for establishing novelty in the claimed subject matter 
may, in fact, be an inherent characteristic of the prior art, it possesses the 
authority to require the applicant to prove that the subject matter shown to 
be in the prior art does not possess the characteristic relied on. 

This "burden of rebutting [maybe of] the PTO's reasonable assertion of inherency under 
35 USC 102, or a prima facie obviousness under 35 USC 103" (195 USPQ at 432). 

Accordingly, the burden is placed upon the applicant o prove that the limitation in 
question is not (an) inherent characteristic(s) of the reference disclosure. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 4, 5, 8, and 9 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Murakami et al.'335 as applied to claims 1 and 3 above, and further in view of Fujiwara et al. 
Fujiwara discloses a ball bearing assembly (1) including an inner member (2), an outer member 
(3) and a plurality of rolling elements (4) in a support structure of a crank mechanism that 
converts reciprocating motion of a piston to rotary motion by means of a crank pin, a crank arm 
and a crank shaft via a connecting bar (B). It would have been obvious to one of ordinary skill in 
the art at the time the invention was made to utilize the teachings of Murakami et al. '335 in 
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known devices, including that of a crank support structure, because Murakami discloses the 
teaching is applicable to machine parts undergoing repetitive high stresses, including bearings, 
and because Fujiwara teaches a bearing for a crank mechanism in which the bearing material and 
treatment are shown to be factors in determining the life of the bearing with respect to wear, heat 
and corrosion resistances. 

Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Takemura et 
al. '688 as applied to claims 2 and 3 above, and further in view of Fujiwara et al. 6,290,398. 

Fujiwara discloses a ball bearing assembly (1) including an inner member (2), an outer 
member (3) and a plurality of rolling elements (4) in a support structure of a crank mechanism 
that converts reciprocating motion of a piston to rotary motion by means of a crank pin, a crank 
arm and a crank shaft via a connecting bar (B). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to utilize the teachings of Takemura et al. '688 
in known devices, including that of a crank support structure, because Fujiwara teaches a bearing 
for a crank mechanism in which the bearing material and treatment are shown to be factors in 
determining the life of the bearing with respect to wear, heat and corrosion resistances. 

Fujiwara discloses a ball bearing assembly (1) including an inner member (2), an outer 
member (3) and a plurality of rolling elements (4) in a support structure of a crank mechanism 
that converts reciprocating motion of a piston to rotary motion by means of a crank pin, a crank 
arm and a crank shaft via a connecting bar (B). It would have been obvious to one of ordinary 
skill in the art at the time the invention was made to utilize the teachings of Murakami et al. '335 
in known devices, including that of a crank support structure, because Murakami discloses the 
teaching is applicable to machine parts undergoing repetitive high stresses, including bearings, 
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and because Fujiwara teaches a bearing for a crank mechanism in which the bearing material and 
treatment are shown to be factors in determining the life of the bearing with respect to wear, heat 
and corrosion resistances. 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Thomas R. Hannon whose telephone number is (571) 272-7104. 
The examiner can normally be reached on Monday-Thursday (8:30-7:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Richard Ridley can be reached on (571) 272-6917. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




Thomas R. Hannon 
Primary Examiner 
Art Unit 3682 
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